The opinion in support of the decision being entered today was not witten for

publication and is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of clainms 1-23 which are all of the clains remaining in the
appl i cation.

The subject nmatter on appeal relates to a process
for maki ng conpacts fromcoal particles and to a coal conpact
conpri sing conpacted coal particles. This appeal ed subject
matter is adequately illustrated by independent claim21 which

reads as foll ows:
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1. A process for making conmpacts from coal particles,
t he process conpri sing:

heating a particul ate feed conprising substantially
wat er-saturated coal particles to a tenperature greater than
about 100° C, said particulate feed being heated at a
pressure sufficient to prevent water in said feed from
boi | i ng;

conpacting said heated particulate feed in a nold by
applying a conpressive stress to said heated feed to form
sai d conpact; and

cooling the formed conpact, said conpact being cool ed at
a pressure sufficient to prevent water in said cooling
conpact from boiling.

The references relied upon by the Exam ner as evidence of

obvi ousness are:

Beckmann 3, 841, 849 Cct. 15,
1974

D ck, Jr. 4,208, 188 June
17, 1980

Phillips 1, 149, 536 Aug. 10,
1915

Beaudequi n ' 570 1,597,570 Aug. 24,
1926

Beaudequin '571 1,597,571 Aug. 24,

1926

Clainms 1-20 stand rejected under 35 U . S.C. 8§ 103 as being

unpat ent abl e over

and

Dick in view of Phillips and Beaudequi n' 570
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Beaudequi n' 571.

Clainms 21-23 stand rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Dick in view of Beckmann.
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OPI NI ON

For the reasons which follow, we will sustain the § 103
rejection of clainms 21-23 but not the 8§ 103 rejection of
clains 1-20.

Each of the appeal ed process clains 1-20 requires heating
substantially water-saturated coal particles to a tenperature
greater than about 100°C under a pressure sufficient to prevent
water in the feed fromboiling. As correctly pointed out by the
Appel lants in their briefs, the references applied by the
Exam ner in her rejection of these clains contain no teaching or
suggestion concerning this claimrequirenent. More
specifically, Dick contains no disclosure regarding any type of
heating step. Wile the Phillips and Beaudequin references
di scl ose processes which include a step of heating to
t enper at ures above the boiling point of water, these references
contain no teaching or suggestion of heating coal particles to
t hese tenperatures under a pressure sufficient to prevent water
in the coal feed fromboiling as here clai ned.

In light of the foregoing, we cannot sustain the Exam ner's

8§ 103 rejection of clains 1-20 as bei ng unpatentable over Dick
in view of Phillip and Beaudequi n' 570 and Beaudequi n' 571
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An entirely different circunstance is presented by the
Exam ner's 8 103 rejection of appeal ed product clains 21-23 as
bei ng unpatentable over Dick in view of Beckmann.! This is
because the coal conpact defined by the here rejected clains, in
our view, is indistinguishable fromthe consolidated coal slug
of Dick. W are mndful of the Appellants' point that Dick
contains no disclosure of the tensile/conpressive strength
characteristics recited in the appeal ed product cl ai ns.
Nevert hel ess, patentee's, slugs and Appellants' conpacts are
both formed by subjecting the sanme type of particulate feed to
the sanme type of conpressive stress (cf., appeal ed process
claims 1 and 3 with [ines 10-45 in colum 3 of Dick). Wile
Dick's process does not include the type of heating step
defined, for exanple, by appeal ed process claim1l as noted by
Appel lants, it is significant that the product clainms on appeal
contain no recitation of such a heating step and, perhaps nore

inportantly, that appeal ed process claim1 would enconpass a

! The Exami ner has relied upon Beckmann for reasons not
relevant to the clains or issues under consideration.
Accordingly, we wll not discuss this reference in our
assessnment of the rejection of the appeal ed product clains
bef ore us.



Appeal No. 1998-1217
Application No. 08/405, 599

heating step of nere seconds in duration which would cause
little if any discernable difference in the ultimte product
resulting fromthis process.

Where, as here, the clained and prior art products are
identical or substantially identical, or are produced by
identical or substantially identical processes, the Patent and
Trademark OFfice can require an applicant to prove that the
prior art products do not necessarily or inherently possess the
characteristics of his clained product. Whet her the rejection
is based on "inherency"” under 35 U.S.C. §8 102, on "prima facie
obvi ousness" under 35 U.S.C. 8 103, jointly or alternatively,

t he burden of proof is the sane, and its fairness is evidenced
by the inability of the Patent and Trademark O fice to

manuf act ure products or to obtain and conpare prior art

products. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-
434 ( CCPA 1977).

In sunmary, the product defined by appealed claim?21 is
i ndi stinguishable fromthe product of Dick on the record before
us. In particular, the Appellants have not carried their burden
of showing that Dick's products do not necessarily or inherently
possess the tensil e/ conpressive strength characteristics of
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their claimed product. Under these circunstances, we wll
sustain the Examner's 35 U.S.C. 8 103 rejection of clains 21-23

as being unpatentable over Dick in view of Beckmann.?

21t is appropriate to enphasize that the Appellants have
grouped clains 21-23 together on this appeal; see page 14 of
the brief.
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The decision of the Exam ner is affirned-in-part.

AFFI RVED- | N- PART

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

CHUNG K. PAK APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY T. SM TH
Adm ni strative Patent Judge
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